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IN THE 


United States Court of Appeals 


For THE NixtH CigcuitT 


No. 22225 


Joun J. McMutuen Associates, Ixc., Appellant, 


Vv. 


StaTe BoarD or HIGHER EpucaTion, ET au., Appellees. 


Appeal from the United States District Court for the 
District of Oregon 


HONORABLE WILLIAM T. BEEKS, District Judge 


BRIEF FOR APPELLANT 


PLEADINGS AND JURISDICTION 


This is an appeal by plaintiff-appellant, John J. McMullen 
ssociates, Inc. (hereinafter referred to as Plaintiff) from 
final judgment of the U.S. District Court for the District 
Oregon in favor of defendants-appellees, State Board of 
igher Education (of Oregon), et al (hereinafter Defend- 
its), dismissing the action. 


This suit was commenced May 27, 1965, and subsequently 
1 Amended Complaint was filed charging defendants with 
fringement of four U.S. patents, unfair competition and 
fringement of two U. S. trademark registrations, and 
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violation of constitutional rights. District Court jurisdiction 
was predicated on 28 U.S.C. §1338(a). 


By responsive motion and answer, defendants raised the 
defense of 28 U.S.C. $1498, contending that because of 
dealings between one of the defendants (State Board of 
Higher Education) and the United States Government, 
plaintiff’s sole remedy is against the United States im the 
Court of Claims, and plaintiff is therefore precluded from 
bringing this suit in the district court. The lower court seg- 
regated the defense under § 1498 for trial before the other 
issues. The agreed facts and issues pertaining to the segre- 
gated defense are set forth in a detailed Pretrial Order 
(CT 94). 


The segregated issue was tried before the lower court 
on January 4, 1967. The Court sustained the defense under 
§ 1498 by opinion dated May 17, 1967 (CT 181), and this 
opinion was adopted as the Court’s findings and conclusions 
(CT 191). Based thereon, a judgment dismissing the action 
was entered May 29, 1967 (CT 192). 


Notice of appeal was filed June 26, 1967 (CT 193). Juris- 
diction of this Court npon the appeal is based upon 28 U.S.C. 
S129i. 


STATEMENT OF THE CASE 


The facts are simple and not in dispute. The issue is pri- 
marily one of law—the correct interpretation of § 1498 as 
applied to the undisputed facts. 


In early 1963, Oregon State University, controlled by 
defendant State Board of Higher Edueation, acquired a 
surplus vessel, “F/S 210” (subsequently named the 
YAQUINA) (PT Order, Agreed Fact 17, CT 101). Speer 
fications for conversion of the vessel for oceanographie 
research purposes were completed by a private naval arehi- 
tectural firm in November 1963; the specifications called 
for “passive anti-rolling tanks” but did not specify the 
tvpe (PT Order, Agreed Fact 22, CT 102). On December 
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24, 1963, in response to a direct inquiry from plaintiff eon- 
eerning applieahility of § 1498S, the Navy Department m 
the person of Admiral J. A. Brown advised that installation 
of a stabilization system as covered by plaintiff's patents 
did not fall “ander the Government exemption” (PT Order, 
Agr eed Fact 23, CT 102). The Government did net aut 
or require that an anti-roll stabilization svstem be installed 
im the subject vessel (PT Order, Agreed Faet 37, CT 103). 


After competitive bidding, Oregon State University en- 
tered into an agreement, dated May 4, 1964, (Ex. 1184) 
with defendant Albina Engine & Machine Works, Ine., pur- 
snant to which Albina was to convert the vessel pursuant 
to the architeetural specifications (PT Order, Agreed Fact 
28, CT 102). During the summnier of 1964, defendant Albina 
converted the F/S 210 into the research vessel YAQUINA 
for Oregon State University pursnant to the contract (PT 
Agreed Fact 32, CT 103). During the conversion, defendant 
Albina manufactured and installed a ship stabilizing system 
which, for the purpose of the segregated issue tried by the 
lower court, must be presumed to infringe valid patents of 
the plaintiff (Op., CT 182). The YAQUINA was put into 
operation by Oregon State University on Oetober 10, 1964, 
which operation has continued until the present (PT Order 
Agreed Facts 33 and 34, CT 103). 


To finance the conversion, Oregon State University ob- 
tained funds by grant from the National Seienee Foun- 
dation. The money was given pursuant to two grant letters, 
the first for $600,000.00 (Ex. 1145), dated June 7, 1963, and 
the second for $170,000.00 (Fix. 1144), dated April 10, 1964. 
Similarly, the operation (use) of the YAQUINA has been 
finaneed to the extent of 50 per cent by grants from the 
National Science Foundation. (RT 135). Of the halanee, 
the Navy Department pays 40 per cent and the Atomic 
Energy Commission pays 10 per cent pursnant to contracts 
with these agencies for specific research task orders. 
(RT 135-36). 
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Defendants urged to the lower court that the manta 
ture by defendant Albina and the use by Oregon State 
University of the stabilization equipment installed in the 
YAQUINA was for the United States Government within 
the meaning of 28 U.S.C. § 1498, and that therefore plaintiff 
could not maintain this suit for patent infringement in the 
district court.’ 


The lower court accepted defendants’ position and dis- 
missed not only the causes of action predicated on infringe 
ment of plaintiff’s four patents, but also those causes of 
action predicated on unfair competition and infringement 
of trademark registrations and violation of constitutional 
rights. The lower court entered a final judgment dismissing 
the entire action. 


SPECIFICATION OF ERRORS 


1. The District Court erred in dismissing the Amended 
Complaint, specifically, the Fifth and Sixth Causes of Action 
relating to unfair competition and infringement of trade- 
mark registrations and for violation of constitutional rights. 


2. The District Court incorrectly coneluded that the man- 
ufacture of the YAQUINA stabilizing equipment by 
defendant Albina and the use of the YAQUINA stabilizing 
equipment by Oregon State University, controlled by de- 
fendant State Board of Higher Education, were for the 
United States Government within the meaning of 28 U.S.C. 
§ 1498. 


1 The relevant portions of 28 U.S.C. § 1498 provide: 


(a) Whenever an invention described in and covered by a patent of the 
United States is used or manufactured by or for the United States with- 
out license of the owner thereof or lawful right to use or manufacture 
the same, the owner’s remedy shall be by action against the United 
States in the Court of Claims for the recovery of his reasonable and 
entire compensation for such use and manufacture. 

For the purposes of this section, the use or mauufacture of an invention 
described in and covered by a patent of the United States by a con- 
tractor, a subcontractor, or any person, firm, or corporation for the 
Government and with the authorization or consent of the Government, shall 
be construed as use or manufacture for the United States. 
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s) 
SUMMARY OF ARGUMENT 


The only matter heard by the lower conrt was the alleged 
defense under 28 U.S.C. § 1498. 


Regardless of whether or not § 1498 precludes plaintiff's 
suit in the District Court for eauses of action predicated 
on patent infringement, clearly this statnte does not apply 
to those causes of action alleging unfair competition and 
trademark infringement, and violation of constitutional 
rights. Accordingly, this case cannot be dismissed at least 
as to the Fifth and Sixth Causes of Action asserted in the 
Amended Complaint. 


With respect to the causes of action based on patent 
infringement, the manufacture and use by defendants of the 
stabilizing equipment in the YAQUINA was not “by or for 
the United States” within the meaning of 28 U.S.C. 
» 1498(a). Under the patent laws, the basic right of patent 
owners is the exclusive right to their inventions, 35 U.S.C. 
9 154. Since $1498 is a statute limiting the jurisdiction of 
the district courts in enforcing the patent owners’ basic 
rights, the statute should be construed narrowly rather than 
broadly. 


The legislative history of $1498 and its predecessor 
statutes shows clearly that the intent of Congress—and the 
purpose of the statute—was to prevent interference by 
patent owners with the procurement of materials and serv- 
ices by the United States Government. Therefore, the 
statute should be interpreted to apply only to procurement 
of goods and services for the Government and should not 
extend to activities which are being given only the financial 
support of the Government. 


Use or manufacture of an invention financed with Govern- 
ment funds obtained under a National Science Foundation 
grant is not “for the Government” within the meaning of 
§ 1498 becanse, as is clear from National Science Founda- 
tion’s statements and its statutory history, such funds are 
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granted for support purposes only, intended to be without 
Governmental control or restriction, and are unrelated to 
procurement. Mere financial support by the Government 
was never intended as the test to deprive patent owners of 
their exclusive rights to their inventions by permitting in- 
fringers to hide behind § 1498 when there is no Government 
procurement. 


For §1498 to apply, the use or manufacture must be 
“for the Government.” Even though in these circumstances 
' the Government has authorized or consented to the nse or 
manufacture, such authorization or consent does not 
a fortiort make the use or manufacture of the invention 
“for the Government” when the procurement of goods or 
services is not for the United States Government but for 
Oregon State University. The grant funds advanced to 
Oregon State University are a gift or subsidization and 
lose their identity when received by Oregon State Univer- 
sity and comingled with its general funds. Section 1498 does 
not exempt infringing activity by a grantee. 


ARGUMENT 
I 
THE FIFTH AND SIXTH CAUSES OF ACTION CANNOT BE 
DISMISSED ON BASIS OF § 1498 

The first four causes of action of the Amended Complaint 
relate to infringement by defendants of four patents, Nos. 
3,054,373; 3,083,672; 3,094,094 and 3,109,403. The Fifth 
Cause of Action alleges violation by defendants of plaintiff’s 
constitutional rights, particularly rights secured under the 
Fifth and Fourteenth Amendments to the Constitution of 
the United States of America “by depriving plaintiff of its 
property without just compensation and without due process 
of law”. The Sixth Canse of Action alleges unfair compe- 
tition and infringement by defendants of U. S. Trademark 
Registrations Nos. 739,852 and 775,970, owned by plaintiff. 


The Fifth and Sixth Causes of Action asserted in the 
Amended Complaint are separate and distinct from the first 
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four causes of action relating to patent infringement. 
Accordingly, they cannot be dismissed merely on the basis 
that the defendants may or may not have a valid defense to 
the patent infringement causes of action. 


The segregated issue tried by the lower court was re- 
strieted solely to the appheability of § 1498. That statute 
is silent regarding violation of constitutional rights and/or 
trademark infringements. Therefore, no construction of 
§ 1498 affords a basis for a disinissal of this Action inelud- 
ing the Fifth and Sixth Causes of Action of the Amended 
Complaint. 


The lower court, in its Opinion, Findings of Fact, and 
Conclusions of Law, made absolutely no reference to or 
specific disposition of plaintiff’s Fifth and Sixth Causes of 
Action. In view of this record, the Judgment entered by 
the lower court must be reversed, at least for further pro- 
ceedings in connection with these two causes of action. 


II 


THE MANUFACTURE AND USE OF THE EQUIPMENT WAS NOT 
“FOR THE GOVERNMENT” WITHIN THE PROPER INTERPRE- 
TATION OF § 1498 


A. The Issue Involves Statutory Interpretation 


At the outset, it is well to point ont that no dispute exists 
as to the facts. The basie facts are all set forth in the 
Agreed Facts of the Pretrial Order (CT 94) and the 
exhibits, supplemented by undisputed testimony at the trial 
hearing. The only question is the applicability of § 1498 to 
the undisputed facts of the case. Thus, FRCP Rule 52(a)? 
and McCallister v. U.S., 348 U.S. 19 (1954) clearly have no 
application to this appeal. 


This is a ease of first impression, insofar as it concerns 
the question whether mere financial support (grant funds) 


2‘*Pindings of fact shall not be set aside unless clearly erroneous, and due 
regard shall be given to the opportunity of the trial court to judge of the 
credibility of the witnesses.’’ FRCP Rule 52(a). 
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from the National Science Foundation, with no Government 
procurement of goods and services involved, calls for the 
application of § 1495S.* 


B. Legislative History of the Patent Laws and § 1498. 


The United States Patent Laws, enacted by Congress 
pursuant to Article I of the Constitution * stem from the 
public policy to promote invention and private enterprise. 
This policy requires the full protection of patent rights 
against infringement.* 


2 There are, however, some Comptroller General opinions bearing on the 
point, which are diseugsed infra, p. 26. 


Article I, §8: *‘The Congresa shall have Power . . . to promote the 
Progress of Seience and usetul Arts, by securing for limited Times to Authors 
and Inventors the exelusive Right to their respective Writings and Dis- 
coveries ...°" 


5 Report of the President's Commission on the Patent System, Washington, 
D. C., 1966, pp. 2-3: 


‘“- Agreeing that the patent system has in the past performed well its 
Constitutional mandate *to promote the progress of ... useful arts,’ the 
Commission asxed itself: What is the basic worth of a patent system in 
the context of prexent day conditions? The members of the Commission 
unanimously agreed that a patent system today is capable of continuing 
to provide an incentive to research, development, and innovation. Thev 
have discovered no practical substitute for the unique service it renders. 


‘* First, a patent system provides an incentive to invent by offering the 
possibility of reward to the inventor and to those who support him. This 
prospect encourages the expenditure of time and private risk eapital in 
research and development efforts. 

“*Second, and complementary to the first, a patent system stimulates the 
investment of additional capital needed for the further development and 
mzrketing of the invention. In return, the patent owner is given the right, 
for a limited period, to exelude othera from making, using, or selling the 
invented product or process. 


“Third, by affording protection, a patent system encourages early 
public diselosure of technological information, some of which might other- 
wise be kept secret. Early diselosure reduces the likelihood of duplication 
of effort by others and provides a basis for further advanees in the tech- 
nology involved. 


‘* Fourth, a patent system promotes the beneficial exchange of products, 
serviees, and technological information across national boundaries by pro- 
viding protection for industrial property of foreign nationals. ’’ 
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The heart of what is granted the patent owner is “the 
right to exclude others from inaking, using or selling the 
invention throughout the United States”. 35 U.S.C. § 154. 
This exclusive right is in striet conformance with the con- 
stitutional mandate appearing in Article I, Section 8, that 
the progress of science be promoted by securing to inventors 
the exclusive right to their discoveries for limited times. 
In furtherance of this statutory right and constitutional 
mandate, the Federal courts are empowered to grant in- 
junetions to prevent violation of the rights secnred by 
patent. 35 U.S.C. § 283. 


The single exception to the exelusivity has been the 
Federal Government. Prior to the initial predecessor of 
28 U.S.C.§ 1498, the Supreme Court had enunciated that 
whenever the United States Government made use of a 
patented invention without heense, it became a tortious in- 
fringer liable to the patent owner in the same manner as a 
private party. United States v. Burns, 79 U.S. 246 (1870) ; 
James v. Campbell, 104 U.S. 356 (1881); United States v. 
Palmer, 128 U.S. 262 (1888). However, the Government 
refused to be sued for patent infringement without its eon- 
sent under its immunity as a sovereign. Schillinger v. United 
States, 155 U.S. 163 (1894); Pitcher v. United States, 1 Ct. 
Cl. 7 (1853). The Court reeognized that, in effect, the patent 
owner was left with a right without a remedy and placed 
responsibility on Congress to correet the situation. See 
Carr v. United States, 98 U.S. 483, 437 (1878) cited with 
approval in James v. Campbell, supra. 


The Congress finally enacted the Act of 1910.° The House 
Committee on Patents in this Report stated that the failure 


6 Act of June 25, 1910, e. 423, 85 Stat. 851, provides in pertinent part: 


“‘That whenever an invention deseribed in and eovered by a patent of 
the United States shall hereafter be used by the United States without 
lieense of the owner thereof or lawful right to use the same, sueh owner 
may recover reasonable compensation for such use by suit in the Court of 
Claimsieer 
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of the Government to provide any remedy to wronged 
patent owners constituted a taking of property without due 
process of law in violatien of the Fitth Amendment to the 
Constitution.” Accordingly. the Aci of 1910 was intended to 
provide aggrieved patent owners with a remedy agamst 
the Umited Stafes. 


At the height of World War I. the Supreme Conri handed 
down its decision in Cramp & Sons Ship & E. Bldg. Co. v. 
International Curtis Marine Turbine Co.. 246 US. 28 
(1918). Curtis had sued Cramp to recover damages and 
profits accruing from infringemeni of certain of its patents. 
which infringement had oceurred in the performance of a 
Government contract. The Court held that the provisions 
of the Act of 1910 did not extend to a Government 
contractor. 


This decision prompted the Acting Secretary of the Navy. 
Franklin D. Roosevelt, to dispatch a letter to the Chairman 
of the Committee on Naval Affairs of the Senate requesi- 
ing amendment of the Act of 1910 to make its provisions 
— to Government production by private contrac- 


In view of the wariime need. an amendment was iacked 
onto a Naval appropriation bill and vigorously supperted 
in Congress.° 


<<*The United States can not be swed except where it has consented thereto 
by statmie, and unless this or some similar bill shall be passed the owners of 
paienis will continre toa he the Waly perseas who ave Soteide the Protein of 
the ifth amendment to the Constitntien .. .°° HL Rept. No. 12988, Gis 
Cong., 23 Sess. (7910). 


: The letter is reproduced in the case of Wood v. 4Atlontie Gulf & P. Co. 
296 Fed. 778, 729, 721 (SD. Ale. 1924). 


* Statement to the House br Mr. Padgett, 56 Come. Bee, 7960-61 (19S): 


‘This Is an amendment of ihe patent law. and, generally speaking. i 
would met be spprepriate on the navel appropriation bill. I; makes only 
a slight change im the existire law, but ibe urgency and necessity Sf 7 
was such that the Senate deemed < proper po piece it om the WIL Tas 
sirongly recommended in a letter from the Assisan; Secrewarr of the 
Navy. Mr. Roosevelt. 


“*\. . Now, the only chamge that is made [in the existine lew] is io 
provide that the private contractor, who is doing the Government work wn- 
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Congress enacted the amendment which has come to be 
known as the Act of 1918.°° The Act of 1918 enacted into 
law the language which now appears in paragraph one of 
the present § 1498: 


“That whenever an invention described in and cov- 
ered by a patent of the United States shall hereafter 
be used or manufetured by or for the United States 
without license of the owner thereof or lawful right to 
nse or manufacture the same, such owner's remedy shall 
be by suit against the United States in the Court of 
Claims for the recovery of his reasonable and entire 
compensation for such use and manufacture: Provided, 
however, That said Court of Claims shall not entertain 
a snit or award compensation under the provisions of 
this Act where the claim for compensation is based on 
the use or manufacture by or for the United States of 
any article heretofore owned, leased, used by, or in the 
possession of the United States... .” [Changes from 
Act of 1910 in italics] 


The statutory history and the Act of 1918 were reviewed 
by the Supreme Court in the case of Richmond Serew 
Anchor Co. v. Uwited States, 275 U.S. 331 (1928). The Court 
eonelnded that by specifying recovery in the Court of 
Claims for the patent owner’s entire compensation for 
infringement in production for the Government, the Act 
effected an assmmption of liability by the Government. As 
such, litigation against the actual infringer was precluded 
in connection with his production for the Government. 


The effect of the Fourth Cirenit decision in Newport 
News Shipbuilding & Drydock Co. v. Isherwood, 5 F. 2d 924 


der contract with the Government shall be placed on the same basis and 
shall bring snit against the Government of the United States to recover cer- 
tain compensation from the use of their patent, or such damage for the use 
of the patent, as they could recover if the Government of the United States 
was doing the work itself. Thereby it would prevent the injunctive process 
from the courts being used to prevent private manufacturers doing Govern- 
ment work. That is the whole change made in the law and the conditions 
are such as to require that it should be done.’’ 


10 Act of July 1, 1918, ¢. 114, 40 Stat. 705. 
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(4th Cir. 1925), cert. denied 269 U.S. 592 (1925), wrought 
the next significant change in the statute. The parties had 
previonsly entered into a licensing agreement, the terms of 
which were in dispute. The shipbuilding company was under 
contract to the Navy to build for the Government eight oil 
tankers utilizing the Isherwood patents. The shipbuilding 
company contended that it was, by virtue of the Act of 1910, 
as amended, not required to pay rovalties on these eight 
ships. In rejecting this argument, the Court held that there 
was no use of a patent without a license (the sitnation to 
which the amended Act of 1910 was directed), but, on the 
contrary, the vessels were built under a lawful licensing 
agreement anthorizing the use of the patents (at 934). 


While the decision in this case placed no undue hardship 
on the cost of Government procurement during peacetime 
conditions becanse the Government had to bear the ultimate 
eost of the rovalties so paid by reimbursement of the eon- 
tractor’s costs, the advent of World War II caused reason- 
able rovalty costs based on limited peacetime production 
immediately to become excessive when multiplied hundreds 
and thousands of times by a greatly expanded production 
for the war. As a consequence, in 1942, Congress enacted 
the Royalty Adjustment Act. 


The portion of The Royalty Adjustment Act applicable 
to the statutory history of $1498 was Sec. 6 (second half) 
which introduced the language now appearing as the second 
paragraph of the present statute: 


“For the purpose of this Act, the mannfacture, use, 
sale, or other disposition of an invention, whether pat- 
ented or unpatented, by a contractor, a snbeontractor, 
or any person, firm, or corporation for the Government 
and with the anthorization or consent of the Govern- 
ment shall be construed as mannfacture, use, sale, or 
other disposition for the United States; and for the 
purposes of the Act of June 25, 1910, as amended 
(40 Stat. 705; 35 U.S.C. 68), the use or mannfacture of 
an invention described in and covered by a patent of 
the United States by a contractor, a subcontractor, or 
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any person, firm, or corporation for the Government 
and with the authorization or consent of the Govern- 
ment, shall be eonstrned as nse or manufacture for the 
United States.” The Rovalty Adjustment Act, 1942, Act 
of October 31, 1942, See. 6, ce. 634, 56 Stat. 1013. 


Aecordingly, the seeond half of See. Gand the Act of 1910, 
as amended, were construed together. 


The purpose of the Royalty Adjustment Act was to 
reduce the hability of the Federal Government in connection 
with the utilization of patented inventions.*? The ineorpora- 
tion into See. 6 of the “authorization or eonsent” of the 
Government aeted to limit the Government’s lability to 
only those eases where the manufacture or use was for the 
Government and where the Govermnent had actually given 
its authorization or consent to such appropriation of the 
patented inventions. 


11 The Royalty Adjustment Act resulted from S. 2794. In its Report (S. 
Rept. 1640), the Senate Committee on Patents stated: 


‘*By virtue of [the Act of 1910] the owner of a patent may sue the 
United States to recover reasonable compensation wheuever his invention 
is used without his consent in connection with war procurement. Because 
of this law, it has been the policy of the procuring agencies of the Gov- 
ernment to use unhesitatingly any patent deemed essential in the proeure- 
ment program... 


‘*In recent months it has become apparent that procurement costs of 
material in certain instanees inelude exorbitant royalties under already 
existing patent licenses. The principal motive of the bill is to remedy 
such situations. ’’ 


In the Report of the House Committee on Patents (H. Rept. 2602), the 
purposes of the Act are enumerated: 


‘*1, To eliminate the payment of excessive royalties by the Government 
to the owners of inventions on articles manufactured under licenses to 
Government contractors or subeontraectors; 

* * * * * * * * * 

“3. To place the owners of inventions utilized by the Government in 
the war effort on an equal footing and to permit the Government to 
exercise its rights to utilize such inventions through the medium of any 
desired source of supply, without having to pay more than a fair and 
just compensation to the owners of such inventions; ’’. 
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After World War IJ, the Act of 1910, then a part of 
Title 35 of the United States Code (40 Stat. 705 (1918), 35 
U.S.C. § 68 (1952)) was reworded and transferred to Title 
28° and, subsequently, amended again to follow more 
closely the language employed in the 1918 amendment.¥ 
However, none of these changes was material, and in 1951, 
Sec. 6 of the Rovalty Adjustment Act, with its requirement 
for authorization or consent, was substantially incorporated 
into 28 U.S.C. § 1498.** 


The purpose and significance of § 1498 to the Federal Gov- 
ernment is stated clearly and concisely in the Opinion of 
the Comptroller General, 38 Comp. Gen. 276, 119 U.S.P.Q. 
187 (1958). This opinion followed the Comptroller General’s 
decision in Herbert Cooper, B-136916 (Angust 25, 1958S) 
(unpublished) and was requested by the Secretary of the 
Air Force to clarify what he felt were “broader implica- 
tions” of the Herbert Cooper opinion. The Comptroller 
replied: 


‘|... It is suggested that the indiscriminate use of the 
right afforded to the Government under 28 U.S.C. 1498 
would be inimical to and destructive of the public policy 
considerations underlying the patent law. It is our view, 
however, that section 1498 appears clearly to constitute 
a modification of the patent law by limiting the rights of 
patentees insofar as procurement of supplies by the 
Government may be concerned, and by vesting in the 
Government a right to the use of any patents granted 
by it upon payment of reasonable compensation for 
such use. We believe that the statute is not consistent 
with any duty on the part of a contracting agency of 
the Government to protect the interests of patentees 
or licensees with respect to articles which it proposes 


12 Act of June 25, 1948, ch. 646, 62 Stat. 941, 35 U.S.C. § 68, repealed by 
62 Stat. 998 (1948). 


13 Act of Mav 24, 1949, ch. 139 § S7, 63 Stat. 102 (1949). 


1s Act of October 31, 1951, ch. 655, § 50(c), 65 Stat. 727. In the codification 
of Sec. 6 of the Roralty Adjustment Act, the words ‘‘sale, or other disposition ’’ 
Were omitted. 
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to purchase, sinee the statute itself defines and provides 
an exclusive remedy for enforcement of the patentee’s 
rights as to the Government. Any other interpretation 
would appear to us to impose an impossible burden 
upon Government procurement officials to determine 
the applicability and validity of any patents affecting 
any articles desired. 

‘“Where the procurement is to be made by formal 
advertising, it is our opinion, notwithstanding what 
was said in 13 Comp. Gen. 173, that there is no alterna- 
tive to the securing of the maximum amount of compe- 
tition from firms qualified and willing to undertake the 
production of the articles, subject, of course, to their 
willingness and ability to indemnify the Government 
against claims of patentees.’’ (at 119 U.S.P.Q. 188) 
[Emphasis added] 


Clearly, the position stated on behalf of the Government is 
that § 1498 relates to Federal procurement of goods and 
services. 


C. The Requirement for Authorization or Consent is Separate 
and Apart from the Requirement that the Use or Manu- 
facture of the Invention be for the Government. 

In its opinion, the lower court concluded that “both the 
manufacture and use of the stabilization tank [in the 
YAQUINA] were with the anthorization and consent of 
the Government’’. (CT 186). Although plaintiff does not 
take issue with this conclusion by the lower court for the 
purpose of this appeal, it is important to lay to rest one 
aspect of construction to be aceorded § 1498. 


It is not clear from the lower court’s Opinion whether 
or not it considered the existence of the authorization and 
consent as per se “for the Government”, and thereby con- 
eluded that § 1498 applied.* To so construe $1498 would 
not only violate customary principles of statutory construc- 
tion, but also is contrary to its statutory history and appli- 
cable case law. 


15 This theory was postulated to the lower court by defendants-appellees. 
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The pertinent jurisdictional command of § 1498(a) ap- 
pears in the first paragraph: 

“Whenever an invention ... covered by a patent... 

is used or manufactured ... for the United States with- 


out license. .., the owner’s remedy shall he by action 
against the United States in the Court of Claims....” 


The second paragraph of §1498(a) further defines what 
“shall be construed as nse or manufacture for the Umited 
States”: 


“.. use or manufacture ... by a contractor, a sub- 
contractor, or any person, firm, or corporation for the 
Government and with the authorization or consent of 
the Government... .” [Hmphasis added] 


This language is plain and unambiguous. The use or 
manufacture must be for the Government, and also with 
authorization or consent. 


To urge that with authorization or consent of the Govern- 
ment is synonymous with for the Government is to ignore 
the presence of this latter phrase in the second paragraph 
of the statute and the conjunctive “and” appearing between 
the two phrases. Accordingly, under the definition of the 
second paragraph, use or manuufacture of an invention by 
a contractor, subcontractor, or any person, firm, or cor- 
poration is construed as use or manufacture for the United 
States only if the use or manufacture of the invention is 
both for the Government and with the authorization or 
consent of the Government. 


Therefore, authorization or consent by the Federal Gov- 
ernment aside, the manufacture or use required by the 
statute also to be for the Government has, in the factual 
circumstances of this case, not all been for the Federal 
Government. Hence, the jurisdictional exclusion of § 1498 
does not apply. 


This dual requirement of the second paragraph of 
§1498(a) is consonant with the statutory history. The 
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authorization or consent language of § 1498 originated with 
the Royalty Adjustinent Act which was enacted to reduce 
the liability of the Federal Government in connection with 
the utilization of patented inventions.’* The incorporation 
into the pertinent section (See. 6 of the Act) of the authori- 
zation or consent provision served to limit the Government’s 
liability to only those cases where the manufacture or nse 
was for the Government and where the Government had 
actually given its authorization or consent to such appro- 
priation of the patented inventions. 


The Senate Committee on Patents, in its Report (S.Rept. 
1640) on the bill (S. 2794) which became the Rovalty Adjust- 
ment Act, pointed out that the bill was originally introduced 
by the War Department, and after hearing, it was decided 
that it should be modified: 


‘¢.. to clarify the language of the bill as introduced 
to show definitely that modification of the act of June 
25, 1910 as amended, is only intended so far as the use 
or manufacture of an invention deseribed in and cov- 
ered by a patent of the United States by a contractor, a 
subcontractor, or any person, firm or corporation act- 
mg for the Government with its authorization or con- 
sent, shall be construed as use or manufacture for the 
United States...” (at p. 5) [Emphasis added] 


The effect of the Rovalty Adjustment Act on the juris- 
diction of the Conrt of Claims was considered by that Court 
in Yassin v. United States, 76 F. Supp. 509 (Ct. Cl. 1948). 
The case involved certain portable bridges used by Great 
Britain during World War IT in Enrope. The patent owner 
argued that the second half of Sec. 6 (Royalty Adjustment 
Act), which was the then existing predecessor to § 1498, 
extended the Court of Claims’ jurisdiction to the mann- 
facture, sale or delivery of patented inventions directly to 
Great Britain because it was done with the anthorization 
and consent of the United States. However, the Court sus- 


16 Report of the House Committee on Patents (H. Rept. 2602). 
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tained the Government’s demurrer because the manufacture, 
sale or delivery was not also “for the Government” of the 
United States (76 F. Supp. at pp. 518-520). 


To the same effect is the language of Judge Maris in 
Drexler v. Koza, 88 F. Supp. 298 (W.D. Pa. 1950) where 
the Court allowed damages in an accounting only with re- 
spect to sales to commercial customers as opposed to the 
Federal Government. The Court pointed ont: 


“,. section 6 of the Rovalty Adjustment Act brought 
within the scope of what is now 28 U.S.C.A. $1498 the 
mannfacture and use of infringing devices by contrac- 
tors, subcontractors or other persons for the Govern- 
ment, even thongh such devices were not actually used 
by the Government itself, but only if such manufacture 
or use was with the authorization or consent of the 
Government.’’ (88 F. Supp. at p. 300) [Emphasis 
added | 


Moreover, to adopt the defendants’ interpretation would 
contemplate that § 1498 precludes injunction proceedings 
against private parties in connection with conduct wholly 
unrelated to the Federal Government, if such parties were 
in some way able to secure from the Government an authori- 
zation and consent document. Snech power in the Federal 
Government in areas of clearly non-Governnent activity 
might be violative of the constitutional mandate for the 
patent system, “. .. securing for limited Time to Authors 
and Inventors the exclusive Right to their respective Writ- 
ings and Discoveries. .. .” (Article I, Sec. 8). 
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D. The Manufacture and Use of the Stabilizing Tank in the 
YAQUINA Was Not for the Federal Government.”’ 


It should be apparent from the foregoing that the basic 
question presented on this appeal involves the construction 
to be applied the expression “for the Government” as it 
appears in § 149S(a). In light of the statutory history of 
§ 1498 and the interpretations of judicial and quasi-judicial 
tribunals, the present circumstances do not properly fall 
within the category of manufacture and use of a patented 
invention “for the Government”. 


In particular, the manufacture and use of the stabilizing 
equipment installed in the YAQUINA were not for the 
United States for the following reasons: 


1. Under the agreed facts in the Pretrial Order, it was 
stipulated that ‘‘defendant Albina converted the FS 210 
into the research vessel Yaquina for the State Board’’. 
(PT Order Agreed Fact 32, CT 103). 


2. The Agreement (Ex. 1184) between Oregon State Uni- 
versity, controlled by defendant State Board of Higher 
Edueation, and defendant Albina for conversion of the 


17 For the purpose of this appeal, plaintiff does not distinguish between the 
manufacture of the YAQUINA stabilizing system by defendant Albina and 
the use of the stabilizing system by Oregon State University, controlled by 
defendant State Board of Higher Education, as separate acts of infringe- 
ment. All of the conversion and 50 per cent of the use of the YAQUINA 
have been paid for with grant funds. Therefore, if the Court agrees with 
plaintiff-appellant’s interpretation of § 1498 and the National Science Founda- 
tion Act as they relate to grant funds, distinction is not necessary since the 
Distriet Court has jurisdiction over those activities of defendants which are 
not ‘‘for the Government.’’ Neff Instrument Corp. v. Cohn Electronics, 269 
F.2d 668, 672-673 (9th Cir. 1959) (Court reversed summary judgment dis- 
missing Complaint under § 1498 defeuse since there was sufficient evidence to 
establish non-exempt infringements); Northill Co. v. Danforth, 51 F.Supp. 
928 (N.D.Cal. 1942), aff’d 142 F.2d 51] (9th Cir. 1944) (jurisdiction retained 
to adjudicate infringement for only 0.59 per cent of total sales, it having been 
shown that 99.41 per cent of sales of accused device were to the Federal Gov- 
ernment) ; Drealer v. Koza, 88 F.Supp 298 (W.D. Pa. 1950) (Court awarded 
damages only in connection with sales of aceused device not to Federal 
Government). 
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YAQUINA expressly states: ‘‘. . . the Contractor . 
agrees ... to construct and complete the work herein de- 
scribed . . . for the conversion of the research vessel 
‘YAQUINA’ for Oregon State University, Corvallis, 
Oregon.’’ [Emphasis added] 


3. Similarly, the advertisement for bids for conversion 
of the YAQUINA stated: “Sealed bids will be received by 
the Oregon State Board of Higher Education ... for the 
conversion of the research vessel ‘YAQUINA’ for the De- 
partment of Oceanography of Oregon State University.” 
(Ex. 1225) 


4. Defendant Albina was paid for the conversion work, 
including the infringing manufacture, by check from the 
Oregon State University as represented by defendant State 
Board of Higher Education (Caldwell Dep., Ex. 1104, p. 5). 
Indeed, defendant Albina looked only to Oregon State Uni- 
versity for payment for the conversion. (Hussa Dep., Kix. 
1113, pp. 4-5) 


5. Defendant Albina had no knowledge or concern as to 
whether the United States Government was in any way 
interested in the conversion, or as to whether Oregon State 
University received any of the monies to pay for the con- 
version work from other sources, or as to whether it might 
be a Government subcontractor. (Hussa Dep., Ex. 1115, pp. 
4-5, 7; Caldwell Dep., Ex. 1104, p. 6) 


6. The vessel YAQUINA is owned by the State of Ore- 
gon and not by the United States Government. Dr. Burt 
testified by deposition: 

“‘Q So title to the vessel [YAQUINA] resides in 
whom? 
‘A The hull, itself, the title remains in the State of 


Oregon, to the best of my knowledge.’”’ (Burt Dep., Ex. 
1005, p. 4) 


Furthermore, it was stipulated at the trial that for all 
practical purposes title to the vessel is vested in Oregon 
State. (RT 16) 
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7. Records of the United States Customs at Portland, 
Oregon, further establish the State of Oregon as owner of 
the YAQUINA. The vessel’s being owned by the State and 
engaged in research is not documented. However, in the 
letter from Oregon State University to the Bureau of Cus- 
toms, U. S. Treasury Department, Washington, D. C., re- 
questing admeasurement, it is stated that the vessel “is 
now the property of the State of Oregon’’. (Ex. 2006, CT 
179) 


Likewise, the letter dated August 21, 1964, from J. P. 
Tebeau, Assistant Deputy Commissioner of the Bureau of 
Customs, addressed to the Collector of Customs in Oregon 
State, states: ‘““YAQUINA, owned by the State of Oregon, 
will operate as a research ship and will not engage in trade.” 
(Ex. 2007, CT 179) 


8. The Certificate of Inspection of the YAQUINA, issued 
by the U. S. Coast Guard, designates the State of Oregon 
as owner and Oregon State University as operator of the 
messel. (Ex: 2011, CT 179) 


In the face of these facts, the lower court reached two 
conclusions which presumably formed the foundation for 
its decision that the manufacture and use of stabilizing 
equipment in the YAQUINA was ‘‘for the Government”’ 
(1) “oceanographic research, including ‘basic’ research of 
unknown practical application, has been recognized by the 
legislative and executive branches as vital to the interest 
of the U.S. Government”, and (2) “the conversion and use 
of the YAQUINA, including the manufacture and use of 
the stabilization tank, were to equip it for such research, 
and therefore were ‘for’ the Government’’. (CT 186) 


Plaintiff does not take issue with either of these con- 
clusions, but they do not warrant the ultimate conclusion 
that the conversion and use of the stabilizing equipment 
in the YAQUINA gives defendants an absolute defense 
under § 1498. The conclusion that oceanographic research 
is vital to the interest of the United States is an obvious 
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syllogistic conclusion from (1) the major premise that the 
Federal Government never spends public funds unless there 
is a Congressional and Executive recognition that the pur- 
pose for which funds are being spent serves the vital in- 
terest of the Federal Government, the nation, and promotes 
the general welfare of citizens, and (2) the minor premise 
that the Government is financially supporting such re- 
search. Kiven though financial participation by the Govern- 
ment in basie research in oceanography is desirable, equally 
so are any number of important projects: elimination of 
poverty; encouragement of public works; strengthening of 
the educational systems; support of state highway sys- 
tems; relief from disasters; ete. The list is too long to enu- 
merate. But financial participation, per se, does not make 
the end produet for the Government when it does not in- 
volve the procurement of goods and services necessary to 
carry out a Governmental function. 


The position of the lower court is best illustrated in its 
conclusion : 


“Where the Government finances the manufacture 
of a device and grants it to a private agency with the 
stipulation that it ean only be used for specified pur- 
poses, and such use advances recognized vital interests 
of the U.S. Government, the conclusion is inescapable 
that such manufacture and use were ‘for’ the U.S. Gov- 
ernment.” (CT 188) 


The only “specified purpose” in the grant to which the lower 
court refers is that the vessel be used “primarily for the 
conduet of basic scientific research”. (Ex. 10) The grant 
does not require the YAQUINA to be used for the Govern- 
ment for Government research or for any Government pur- 
pose. Under the terms of the grant, the vessel can be used 
privately for profit so long as it is used for basic scientific 
research. 


This quoted abstract statement of the lower court has 
no basis in the purpose for, or the legislative history of, 
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§ 1498. Can § 1498 realistically be construed to cover Fed- 
eral financial assistance by way of grant or otherwise to 
each and every project or hardship to which the Federal 
Government contributes? Does the mannfacture and use 
of a patented invention with such assistance automatically 
invoke § 1498 as “for the Govermnent” and thereby pre- 
elude the patent owner from his basic injunctive rights un- 
der the Patent Laws? If so, there is very little commercial 
and non-commercial activity left in this country which is 
immune from § 1498 because of the extent to which Federal 
money today helps finance otherwise non-Federal business 
or activity. 


But consider the opposite problem, will giving of grant 
or aid funds automatically subject the Government to lia- 
bility in the Court of Claims when the recipient of the funds 
infringes a patent? Is the Federal Government going to 
assume responsibility for a grantee’s conduct even though 
his activities do not contribute goods or services needed 
to carry out a Governmental function? 


Furthermore, it would appear that the quoted conclusion 
of the lower court is somewhat at odds with two earlier deci- 
sions in the Ninth Circuit, Systron-Donner Corp. v. Palomar 
Scientific Corp., 239 F.Supp. 148 (N.D.Cal. 1965), and Con- 
solidated Vacuum Corp. v. Machine Dynamics, Ince., 230 
F.Supp. 70 (S.D.Cal. 1964). 


The first case involved the mannfacture and sale of cer- 
tain accelerometers by the defendant which plaintiff al- 
leged were an infringement of its patent. The defendant 
contended that all sales were for Government end use. After 
a trial on the segregated issue of $1498, Judge Sweigert 
held, inter alia, that this statute did not preclude his juris- 
diction over the infringing mannfacture even though the 
subject equipment may eventually come into use by the 
United States, because such use was not required by the 
mannfacture and sale. In the instant cireumstances, there 
was no requirement in the conversion arrangements for 


24 


the YAQUINA that a stabilization system be put in the 
ship or that it be used for the Federal Government. 


The second decision held that § 1498 did not preelude 
jurisdiction over a defendant which manufactured and 
sold testing equipment to Government contractors who, 
in turn, used the equipment to test devices sold to the Fed- 
eral Government under contract. 


The infringing manufacture and sale of the stabilization 
system in the YAQUINA is not affected by the fact that 
such equipment is subsequently used to stabilize a vessel on 
which some research is conducted for the Government. 


Section 1498, as it stands today, is intended to reheve 
Government contractors from patent disputes in connec- 
tion with Federal contracts. Bercslavsky v. Esso Standard 
Oil Co., 175 F.2d 148, 149-150 (4th Cir. 1949). Congress 
never intended that § 1498 cover circumstances where Fed- 
eral support funds help finanee acts by third parties which 
create infringement controversies outside Government 
procurement. 


E. National Science Foundation 


The theory and purpose of the National Science Founda- 
tion Act is to stimulate American research in the basic 
sciences. The Foundation Act itself recognizes the grant 
as one means for initiating and supporting basic scientific 
research. 42 U.S.C. § 1862(a) (2). The character of a grant 
(as opposed to a contract) by the National Science Founda- 
tion is set out in a ninber of policy documents. For ex- 
ample, in the Memorandum to Members of the Senior Staff, 
Subject: Use of Contracts in the Conduct of NSF Programs 
and Activities, dated June 1, 1959, (Ex. 1139) the followmg 
appears: 

“Criteria for the Use of Contracts as Contrasted to Grants. 


“The principal guideline which should be employed 
in deciding whether, for a particular transaction, a 
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grant or contract should be employed is the following: 


“Tf the purpose of the transaction is to give sup- 
port to an activity which under our statute we are 
supposed to foster and encourage, then a grant is 
usually the most appropriate instrument; if on the 
other hand the purpose of the transaction is to obtain 
services or information which is desired or required 
by the Foundation in order to enable it to carry out 
its responsibilities, then a contract is the most appro- 
priate instrument.’’ (p.2) [Emphasis added] 


Similarly, the 1966 Report of the Ilouse Committee on Sei- 
ence and Astronautics, The National Science Foundation— 
A General Review of Its First 15 Years, ineludes the fol- 
lowing: 


“Contracts have traditionally been used when the na- 
ture of the end product sought is known and require- 
ments can be made the subject of negotiation between 
the Government and interested parties, normally 
through competitive bidding procedures with the econ- 
tract being awarded to the lowest bidder. Contracts 
are widely utilized for sponsoring engineering develop- 
ment projects with private industry. In the case of 
scientific research, however, even where answers are 
sought to explicit scientific questions, the suecess and 
thus the cost of attaining it are uncertain, and appli- 
eations are generally unknown... . 


“Grants have been defined as ‘essentially unilateral 
actions by the Government under which payments are 
made in advance of the investigations concerned for 
the purpose of encouraging, supporting, and stimulat- 
ing the general researeh work of public and private 
institutions and individuals, based on a decision of Con- 
gress that the support of the work of such institutions 
and individuals will be of benefit to the public.’ .. .” 
(House Doe. 317, 89th Cong., p. 44) 


From this language, clearly a grant gives support to an 
activity, and is not used for procurement. If procurement 
is desired, a contract is the appropriate instrument. Accord- 
ingly, the expenditure of grant funds by a grantee is not 
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related to any procurement by the Federal Government, 
but rather to carry on some activity which the Government 
fosters, encourages, and supports. Therefore, the use or 
manufacture of a patented invention with such funds does 
not fall within the scope of the procurement protection of 


§ 1498. 


This interpretation is consonant with the Comptroller 
General decisions to the effect that the nse of grant funds 
by the grantee is not subject to the restrictions of Fed- 
eral statues. (See 28 Comp.Cen. 54 (1948); 25 Comp.Gen. 
S68 (1946); B-1313824 (June 12, 1957); B-153348 (April 
22, 1964).) 


Another important factor to be considered is the degree 
of control exercised by the Federal Government. In pro- 
eurement by the United States, such as that protected by 
§ 1498, the contract is the classical device because of the 
control throngh legal safeguards which is available to the 
Government. Certainly, the restrictions associated with 
the grants to Oregon State University in this case are no 
more than to insure use of grant funds for the intended 
basic research. Again, it is significant that the grants in 
no way restrict for whom the research must be done. There 
is no requirement that the research be conducted for the 
U.S. Government. 


The question of Federal control was intensively argued 
prior to enactment of the National Science Foundation Act 
in view of the fear that Federal support for research and 
graduate education would inadvertently bring Federal con- 
trol that could stifle the creative forces which thrive best 
in academic freedom. House Document No. 317, Rep.Comm. 
on Science and Astronautics, The National Science Founda- 
tion—A General Review of Its First 15 Years, January 
24, 1966. This Congressional intent to foster and enconrage 
basic research without stifling the creative forces by Fed- 
eral control is inherent in the grant authority permitted 
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the National Science Foundation. The grantee, through the 
principal investigator, is accorded wide latitude in pursn- 
ing interesting and important lines of inquiry without fear 
of interference by the Foundation which might inhibit in- 
tellectual curiosity and research initiative. National Science 
Foundation, Grants for Scientific Research, June 1963, as 
amended December 1963 (Ex. 1136), pp. 22-23. 


Finally, the function of the National Science Foundation 
is not to perform research, but to encourage, promote and 
support research by other institutions. It was created “to 
promote the progress of science; to advance the national 
health, prosperity and welfare; and to secure the national 
defense.” (Preamble to National Science Foundation Act) 
As pointed out in the Rep. Committee on Science and As- 
tronautics, The National Science Foundation, 1966 (House 
Doc. No. 318), p. xiv, the legislative charter of the Founda- 
tion does not generally permit in-house research or tech- 
nological activity. Therefore, its only job is to promote and 
support. The research work itself is not its work. 


Accordingly, whether a grant from the National Science 
Foundation is an outright donation of funds or one with 
a few simple restrictions is mmimaterial to the issue. he 
expenditure of the grant fuads by the grantee is not in 
connection with any procurement by the Government. 
Hence, it is outside the scope of § 1498 which is intended 
to protect such procurement, 


This interpretation of § 1498 in connection with the in- 
stant facts was stated at an early date by Rear Admiral 
J. A. Brown, Assistant Chief of the Navy Depariment 
Bureau of Ships when directly queried by plaintiff. He 
wrote in a letter (Fx. 1056): 


‘<Since the ship [YAQUINA] will belong to the State of 
Oregon, if a flume stabilization system is installed (and 
something like it is contemplated), it cannot be done 
under the U.S. Government exemption.” 
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To ignore the intent and purpose of § 1498 and the ap- 
plicable provisions of the National Science Foundation Act 
relevant to grant policy in deciding the question posed in 
this case necessarily results in abstraction. When analyzing 
the provisions of these statutes together, the conclusion is 
inescapable that funding by the Federal Government in 
accordance with its grant authority under the National 
Science Foundation Act is unrelated to any procurement 
of goods and services by the Government, and, therefore, 
the activity of the grantee supported by the grant funds is 
not for the Government under § 1498. 


CONCLUSION 


The only matter before this Court is the proper inter- 
pretation to be accorded § 1498, first, as to whether it can 
be a basis to dismiss plaintiff’s Fifth and Sixth Causes 
of Action and, second, whether defendants’ manufacture 
and use of the stabilizing equipment in the YAQUINA was 
“for the Government” as that phrase appears in the statute. 


The lower court failed to give any consideration to plain- 
tiffs’ Fifth and Sixth Causes of Action. Section 1498, in- 
sofar as pertinent to this tigation, affords a defense only 
to patent infringement causes of action. Accordingly, plain- 
tiff’s Fifth and Sixth Causes of Action, relating to viola- 
tion of constitutional rights and trademark infringement, 
cannot be dismissed, and the Judgment entered below must 
be reversed for further proceedings in connection with these 
two causes of action. 


The use of funds obtained from the Government by way 
of grant from the National Science Foundation for the 
manufacture and use of a patented invention, and not in 
connection with procurement of goods and services by the 
Government, is not “for the Government” within the mean- 
ing of $1498. The lower court, mistaking the presence of 
the Government as financier for the manufacture and use 
of the YAQUINA stabilizing svstem, failed to perceive 
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the real intent and purpose of § 1498 and the National Sci- 
ence Foundation Act. Accordingly, the Judgment of the 
lower court dismissing the action should be reversed with 
directions to proceed with the remaining issues in the ease. 
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Attorneys for Appellant 
Of Counsel: 


Stevens, Davis, Miter & MosHer 
Martin Fieir 
Harvey B. Jacozson, JR. 
300 Munsey Building, 
Washington, D. C. 20004 


I certify that, in connection with the preparation of this 
brief, I have examined Rules 18 and 19 of the United States 
Court of Appeals for the Ninth Circuit, and that, in my 
opinion, the foregoing brief is in full compliance with 
those rules. 
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APPENDIX 


EXXHIBITS oF REcoRD 
Offered Received 


(Page (Page 
Identified* of RT) of RT) 
Plaintiff’s Exhibits: 
1001-1187 CT 132-141 66 
1188-1240 CT 83-89 66 
Defendants’ Exhibits: 
1-7 CT 142 66 
8 CT 142 Bt oa 
o) CT 142 43 43 
10 CT 148 48 48 
11-378 CT 148-147 66 
38 CT 147 64 64 
39-59 CT 147-148 66 
60 CT 148 48 66 
61-71 CT 148-149 66 
80-83 CT 150 66 
838A CT 150 65 66 
83B CT 150 66 
84 CT 150 66 
85 CT 150 40 40 
86-90 CT 150 66 
91A CT 150 34 34 
91B OM 150 34 34 


a All exhibits were either identified in the Pretrial Order (CT 94), supple- 
mental document lists, or by a Stipulation. The appropriate references to the 
Court Transcript are set forth. 


31 


Tdentified* 


Defendants’ Exhibits 


(continued) : 


92-126 
127 
128-202 
203 
204 
205-417 
418 
419-443 
tet 
445-446 
447-451 
452 
453-454 
455 
456-459 
460 
461 
462-520 


521-583A 


584-590 
D91LA-595 
596-619 


Court Exhibits: 


2001-2015 


CT 151-153 
CT 153 

CT 153-158 
CT 158 

CT 158 

C'T 158-169 
CT 170 

CT 170-172 
Cit 

CT 172 

ONY ilral 
Cra 

OF 171 
Cit 

(Gib alral 
Cer 
Cris 

CT 173-176 
CT 78-81 


(Cir 3t 


CT 82 
CT 91-92 


CT 178-180 


Offered 
(Page 
of RT) 


4 


58 


58 
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Received 
(Page 
of RT) 


66 
65 
66 
50 
65 
66 
D4 
66 
04 
66 
66 
58 
66 
58 
66 
60 
57 
66 
66 
66 
66 
66 


(By Stipulation) 


